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DETAILED ACTION 

1. In response to the amendment filed on 10/21/09, claims 1-5 and 7-14 are 
pending and claim 6 is canceled. The claim objections, 35 USC 112 rejections, and 
nonstatutory double patenting rejections have been withdrawn in view of the 
amendment and terminal disclaimer. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-2, 5, 7, 9-10 and 13-14 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Tetzlaff (U.S. Pat. No. 6,277,117 B1). 

As to claim 1, Tetzlaff discloses an electrode sealing assembly designed for use with 
an electrosurgical instrument for sealing tissue, comprising: first and second jaw 
members 22, 24 each having an electrically insulative housing including at least one 
electromechanical interface and being movable from a first position in spaced relation 
relative to one another to at least one second position for grasping tissue therebetween 
(col. 3, In. 52-59 and Figs. 1 ,2, and 8), each of the jaw members including: an 
electrically conductive sealing plate 115, 125 having at least one corresponding 
electromechanical interface which mates with the electromechanical interface of the 
insulative housing (Figs. 5-7); a thermally conductive, electrically non-conductive 
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material 111, 121 disposed between the insulative housing and the electrically 
conductive sealing plate, the thermally conductive, electrically non-conductive material 
configured to engage at least one side of said sealing plate (Figs. 5-7); wherein the 
thermally conductive, electrically nonconductive material of at least one jaw member 
includes projections 122 that extend laterally therefrom (see Fig. 5). Note that they 
extend laterally depending on the orientation a user holds the assembly (e.g., the 
projections extend laterally from the thermally conductive, electrically nonconductive 
material when clamping a vertical plane of tissue). 

As to claim 2, Tetzlaff discloses the thermally conductive, electrically non-conductive 
material is configured to encapsulate and secure the sealing plate to the electrically 
insulative housing (col. 6, In. 36-41). 

As to claim 5, Tetzlaff discloses the thermally conductive, electrically non-conductive 
material of at least one jaw member is at least one of thermally conductive plastic and 
anodized aluminum (col. 6, In. 41-42). 

As to claim 7, Tetzlaff discloses the electrically conductive sealing plate of at least one 
jaw member includes at least one stop member 101 for controlling the distance between 
jaw members (col. 7, In. 55-60 and Fig. 3). 

As to claim 9, Tetzlaff discloses the jaw members are disposed at an angle relative to a 
shaft of the electrosurgical instrument (see Fig. 1). 

As to claim 10, Tetzlaff discloses the electrode sealing assembly is disposable 
(abstract). 

As to claim 13, Tetzlaff discloses an electrode sealing assembly designed for use with 



Application/Control Number: 10/552,666 Page 4 

Art Unit: 3739 

an electrosurgical instrument for sealing tissue, comprising: first and second jaw 
members 22, 24 being movable from a first position in spaced relation relative to one 
another to at least one second position for grasping tissue therebetween (col. 3, In. 52- 
59 and Figs. 1,2, and 8), each of the jaw members including: an electrically conductive 
sealing platel 15, 125 (Figs. 5-7); and a thermally conductive, electrically non- 
conductive material 111,121 being configured to engage a side of the sealing plate 
(Figs. 5-7), wherein the thermally conductive, electrically nonconductive material of at 
least one jaw member includes projections 122 that extend laterally therefrom (see Fig. 
5). Note that they extend laterally depending on the orientation a user holds the 
assembly (e.g., the projections extend laterally from the thermally conductive, 
electrically nonconductive material when clamping a vertical plane of tissue). 
As to claim 14, Tetzlaff discloses the thermally conductive, electrically non-conductive 
material is configured to encapsulate and secure the sealing plate to an electrically 
insulative housing (col. 6, In. 36-41). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Application/Control Number: 10/552,666 
Art Unit: 3739 



Page 5 



5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

7. Claim 4 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Tetzlaff ('117). 

As to claim 4, since electrosurgical forceps with insulated housings are well-known in 
the art in order to limit treatment to the exposed electrode portions, it would be obvious, 
if not inherent, to use one of the well-known materials specified in claim 4 to make the 
insulative housing of Tetzlaff. 
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8. Claims 3, 8, and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tetzlaff ('1 1 7) in view of Schmidt (U.S. Pat. No. 5,456,684). 
As to claim 3, Tetzlaff discloses the electrode sealing assembly according to claim 1, 
wherein the thermally conductive, electrically non-conductive material of at least one 
jaw member includes first and second segments which join to the sealing plate. Each of 
the snap-fit engagements of the thermally conductive, electrically non- conductive 
material 121 (Fig. 6) that can be of male configuration (col. 4, In. 6-9) comprises a 
segment that joins to the sealing plate. The claim differs from Tetzlaff in calling for the 
joining to encapsulate the sealing plate. Schmidt, however, teaches having the 
insulating member 100, 106 encapsulate the electrically conductive sealing plate 180, 
182 (Figs. 3-5) as an advantageous way of forming insulated forceps for treating tissue. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have made the first and second snap-fit segments of the 
thermally conductive, electrically non-conductive material of Tetzlaff to join to the 
sealing plate to encapsulate the sealing plate as an advantageous way of forming 
insulated forceps for treating tissue that is known in the art. 

As to claim 8, Tetzlaff discloses the electrode sealing assembly according to claim 1, 
wherein the thermally conductive, electrically non-conductive material is overmolded to 
capture the electrically conductive sealing plate (col. 6, In. 36-41). Tetzlaff does not 
expressly disclose that the overmolded surface of the thermally conductive, electrically 
non-conductive material forms a tissue contacting surface that is substantially flush with 
the tissue contacting surface of the electrically conductive sealing plate. Schmidt, 
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however, teaches molding a thermally conductive, electrically non- conductive material 
100, 106 over an electrically conductive sealing plate 180,182 to form a tissue 
contacting surface that is substantially flush with the tissue contacting surface of the 
electrically conductive sealing plate (col. 6, In. 31-48 and Figs. 3-5) as an advantageous 
way of forming insulated forceps for treating tissue. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to have 
molded the thermally conductive, electrically non-conductive material over the 
electrically conductive sealing plate of Tetzlaff in accordance with claim 8 in view of the 
teaching of Schmidt as an advantageous way of forming insulated forceps for treating 
tissue that is known in the art. 

As to claim 12, Tetzlaff discloses an electrode sealing assembly designed for use with 
an electrosurgical instrument for sealing tissue, comprising: first and second jaw 
members 22, 24 being movable from a first position in spaced relation relative to one 
another to at least one second position for grasping tissue therebetween (col. 3, In. 52- 
59 and Figs. 1,2, and 8), each of the jaw members including: an electrically insulative 
housing having at least one electromechanical interface; an electrically conductive 
sealing plate 115, 125 having at least one corresponding electromechanical interface 
which mates with the electromechanical interface of the insulative housing (Figs. 5-7), at 
least one of the sealing plates of at least one of the jaw members including at least one 
stop 101 member which extends therefrom (col. 7, In. 55-60 and Fig. 3); and first and 
second thermally conductive, electrically non-conductive segments disposed between 
the insulative housing and the electrically conductive sealing plate, the thermally 
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conductive, electrically non-conductive segments being joinable to encapsulate and 
secure the sealing plate to the insulative housing. As stated in the preceding rejection of 
claim 3, the snap-fit segments of the thermally conductive, electrically non-conductive 
material 121 join to encapsulate the sealing plate 125 in view of Schmidt. In addition, 
snap fit segments on the opposite side of material 121 join to secure the sealing plate to 
the insulative housing (Figs 5-7). Tetzlaff discloses the thermally conductive, electrically 
nonconductive material of at least one jaw member includes projections 122 that extend 
laterally therefrom (see Fig. 5). Note that they extend laterally depending on the 
orientation a user holds the assembly (e.g., the projections extend laterally from the 
thermally conductive, electrically nonconductive material when clamping a vertical plane 
of tissue). 

Allowable Subject Matter 
Claim 11 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Response to Arguments 
Applicant's arguments with respect to all pending claims have been considered 
but are moot in view of the new ground(s) of rejection. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Stern et al. (5443463), Kliceck (5496312), Hooven (6086586), 
Wampler (6676660), Truckai (6773409), Baker (6926716), Phan (6932816), Yates 
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(5688270, 5810811, 5709680, 5716366, 5833690), Yamauchi (6273887), Tetzlaff 
(6511480, 20040236325), Lawes (20040176762). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BENJAMIN LEE whose telephone number is (571)270- 
1407. The examiner can normally be reached on M-F 9-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda Dvorak can be reached on (571)-272-4764. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

IB. U 12/4/09 /Linda C Dvorak/ 

Examiner, Art Unit 3739 Supervisory Patent Examiner, Art 

Unit 3739 
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